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UKMARKS 

App] iciuUs express Jipprecialion to llic Examiner for consideration of the subject patent 
appiicalioi^. In this appUcalion, claims 1-17 are currently under consideration, while claims 18- 
33 have been willulrawn. This communication is in response to the Office Action mailed July 2, 
. 2008, in which ihc following actions were taken: 

(t) Claans 1 -17 wore rojcctccl unJcr 35 US.C, § 1 12, first paragraph, as failing to 
comply with tlie writlen jilcsoripticn requirement; 

(2) Claims 1-17 were rejected under 35 U,S.C, § 1 02(b) as anticipated by, or in the 

. ' allcrnntive, under 35 U.S.C. § 1 03(i\) obvious over U.S. Patent No. 6,103,1 1 2 to Sutton ct al, 
' (boroinaftcr ''SuUon*'); and 

(3) Claims 5, 6, 9, and 15 were rejected under 35 US.C. § 103(a) as being unpatentable 
over Sutton in view of U.S. TMlent No. 6,423,120 to Nickcrsonet al. (hereinaaer ^'Nickcrson"); 

" ■ \ (4) Clqirus 1 -17 were rejected uudcr 35 U.S.C, § 103(a) as being unpatentable over 

; " Sntton in view of each of US. Patent No. 5,238,557 to vSchncidcr ct ah (hereinafter "Schneider"), 
' ' Applicants' spccineulion, and U.S, Patent No. 3,522725 to Walers (hercinallcr "Waters"); and 
(5) Claims 5, 6, 9, wul 1 5 were rejected under 35 U.wS.C. § 103(a) as being unpatentable 
over Sutton in view of c;ich of Schneider, Applicants' speci flcation, and Waters and further in 
. * view ofNickerson. 

Reconsideration of the applica(ion is rcspcctrully requested in view of the present 
nmendment and roUowing responsive remarks. For the Examiner's convenience and reference. 
Applicants' remarks are prcsenletl in the order in which the corresponding issues were raised in 
tl^e Office Aetion. 

f :»aim Keiections - 35 US.g S 1 12 
I ' Claimi^ 1-1 7 stand rejected under § 1 J2, firsl paragraph, as containing subject matter 

. ' : : which was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the invention, 
i ' I' / ^iS'peeifi pally, the Kxiimincr has slated that the language "wherein said heating or cooling is 
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1 • •. perromital away from the coUiiDa" nnd "situatetl separately from the column" lack support. The 
I ' Hxamiher has sUlcd fuillicr Umt llic specification does not support precluding direct thcmial 
; ' contact between the JiQaling or cooling wiiircc. hi making tin's assertion, the Examiner points to 
' Figure 1 ai^repreficnting an cnibodimcnt of the invention. Applicants submit that Qie claims 

discussed were not directed to and did nv>l support that particular embodiment, and further that 
' Ihis even more true for tho present claims. Rather, ;is slated alx^vc and in Applicants' 
! ' mncndment sent June 10, 200S, Fit;urQ2 (not Figure 1) sets forth an embodiment encompassed 

by Ihc claims and is compatible with Ihe claimed method. As can be seen in Figure 2, preheating 
j . ai^p^u ain^; 1 0 is separately situated from colunm 1 6 and has no contact therewith. In addition, 

Applicants' spccifjcniiou also supports this limitntion in describing distance between the heating 
: ' element and the column. Pg. 5, lines In such an an-aiigcment, there will be no contact 
' between element and the column, in accordance with the present claims, Therefore, Applicants 
. submit tl Kit the present claims arc fully supported by the specification as originally filed, and that 
: ' : neither the previous nor tho present amendment introduce new matter, 

I 

i.. Clahii ftcicction.s - 35 U.S.C. S 102 

The Oxamincr has rejccicti claims 1-17 under 35 U.S.C. § 102(b) as anticipated by 
Sullon. Sutton discloses a chromatographic apparatus in which heating or cooling is provided by 
• ' . cither moving air from a fan or a conduction source in metal-to-mel al contact with a heat 

conducting block in wliich the chromalogniphy column and inlet tubing are embedded. Sec e.g. 
: . Figures 4-7 and 9, ]i\ one cmhodinicnt in Sutton, the inlet tubing is coiled in a receptacle in the 

' heat conducting block, in another cmhodimonl disclosed in Sutton, the inlet tubing is enclosed in 
' II labyi'inih within the block. h\ all of these cmbodiraenls, the column is in direct themial contact 
with the source of heating or cooling, so that at lc(ist some healing or cooling of the fluid occurs 
in the column. The presently claimed method requires use of a heating or cooling mctnbcr 
! having no contact with the column, 'I he apparatus disclosed by Sutton is clearly not compatible 
with the methods of Ihe present claims, in that the separation column of each Sutton apparatus is 
' ' , located wjtliin the temperature modi lication means. 
\; : ! ■ Applicants also reiterate that, contrary to the Examiner's assertions, Sutton fails to teach 
: '1'^ (he use of a temperature sensor in accordance with claim 10. This claim requires a temperature 
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sensor conhccted to^a.ppilbn of ihcJiLbo closer to the separation column than the portion to 



' which the hc'ating/cpoling member is comicctcd. In asserting that Sutton teaches tliis limitation, 
Ihc Uxaminci* has rcrt,:nrct3 to an cnibodimcnt shown in Figure 7 of Sutton and stated that 
• '*iemperatiirc sensor 1 1 8 is closer to that portion oftubing 1 14 closer to column 106 than 
eiticrying from preliller 98/' Applicaiits submit that the Hxainuicr*s observation only further 



• reveals the. shorjcoininys of Sutlon. The portion of tubing 1 14 to which the Exaanincr refers is 
il«elf (he portion to which the liealing/cooling member is coiinectcd, Therefore, by being closer 
1o said portion, it is by definition not closer to the column and therefore docs not read on claim 
I (X Furlhcrniorc, App] icauls rciteriiTc that the temperature sensor 1 1 8 is not connected to any 
. / \ portion oflhc lubios therefore also Jails to meet the requirements of claim 10. 

As Sulton fails to tench each and every clement of the present independent claims 1, 9, 
' . . and 1 0, th^l reference does not amicipate lho.se claims. The sajnc is true of claims 2-8 and 1 1-17, 
winch each include the limitations of claims 1 or 10. Therefore, Applicants respectfully request 
. / . that th!s*rcjccti.on be withdrawn 

V . Cl rtlin Ro|cirlion?^ - 35 US>C S 103 

Claims 1-17 were rejected under 35 U.S.C. § lD3(a) as bemg unpatentable over Sutton 
. ; alone or Sutton hi view of Nickcrson. Applicants submit that the present claims 1-17 are 
. ^ patentable over these references. Liach rejection will be discussed below in turn. 

In the alternative to the above rcjeclion under § 102, the Examiner has also rejected 
claims 1-17 under 35 U.S.C. § 103(a) as l>eing unpatentable over Sutton, The failure of Sutton to 
\ lench each and every clement of the pre:scnt claims is discussed above and Applicants hereby 
massei't these arguments hero. In .sununary, llic apparatus of Sutton cannot be employed in the 
methods claimed by Applicanls. In paiticular, those apparatus place the separation column 
wiihin the menus of he^iling or cooUng und in direct thermal contact with said means. There is 
; ' no suggestion in Sulton of heating or cooling in a separate part of the apparatus not in contact 
\ V/ ' : with Jhe cohnnn. Rather, by their structure and design (i .c. a block or enclosure containing 
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' • " . substanlialJy the cnli'ro clironuilogmphy apparatus) the apparatus in Sutlon do not admit of such 
; . ' . au bpi>roa<?li ns sot foi th in the present claims. Any modification to lhe$e apparatus that would 
make Ihcm oompatihle vvitii the melhods ofthe present claims would require drastic changes that 
woiiid coasliUilc more ll)an roulino oplimi/alion. Therefore, Applicants submit that Sutlon does 
not support a prima facie case of obviousness ofthe pending claims, and request the withdrawal 
. of Ihis rejection. 

Rciccdo n over Suiton in vi ew/ ofNirker son 

The .lixamhicr has rejected claims 5, 6, 9, 1 5 under 35 IXS.C, § 103(a) as being 
iinputcnlablc over SuUon in view of Nickcrson. Specifically, Nickerson is cited to provide a 
ICnching of Ihc lalcs of temperature mo^incation required by Applicants* claims. The 
shortcomings of Sutton with regard to the present claims are discussed above and also apply here. 
' Nickcrson docs not remedy these shortoomhigs, in that Nickcrsou does not teach or suggest a 
• method using a heatine/cooling member situated separately from the separation column and 
having no contact with the separation column. On the contrary, Nickerson discloses an 
atrangemcnt in which the colunni is inside or closely associated with the heater. See Figure 2, 

Applicants reiterate the assertion that the heating rate recited in the rejected claims is not 
obviouj? over Nickcrson. More specifically, the combination of references does not teach or 
suygesl any particxilar healing rate as applied to the heated medium^ While Nickerson does 
discuss the power configuralion ofhoaters, there is no teaching in Nickerson ofthe actual 
healing/cooling rates undergone bv the mobile phase itseir As such, Applicants submit that the 
lungiiuge ^Veasonahlo hoat-up rates" as used in Nickcrson is insufnciont to constitute a teaching 
or suggestion of a given mobile phase heating rale. 

In view ofthe above, Applicants submit that Nickerson docs not siippoit a prima facie 
CJV'^o of obviousness in combination wilh Sutton, because these references do not teach or suggest 
every eleu\cuL ofthe present claims. Withdrawal of this rejection is respectfully requested. 

' !<• \ Reiccdons over Sutton in vicsw o fSchn c Uhir, spec iricati(m,.ojl_iyaLCrs 
' X' ; ' The Examiner l»as rejected claims 1-17 under 35 U.S.C, § 103(a) as being unpatentable 
. .over Sutton in view of each Schneider, Applicants* specification, and Waters. The Kxaminer 
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' ' " lui^; nlso rejected clniins 5, 6, 9, and 15 over these combinations and fmthcr in view of Nickerson, 
. ■ : ; : The shortcomings of Sullon and Ntckersoit with regard to these claims are discussed above and 
. . I tire incorporated in Ihc discussion of tlicsc rejeclions. Applicants now turn to the other 
. • disclosures asserted to sopj>ort these rejections. 

The Jixaminer has cited Schneider and Waters as teaching heating/cooling away from the 
' cohmin, as required by previously presented claims. Wlulc not conceding that either reference 
; . provides such a leaching that would render tlic previously presenle<l claims obvious. Applicants 
. submit that the rejection is moot in view of the current amendment. Schneider teaches 
' ' i^rcheuling by using healed mobile phosc from Ihe column which is itself in thermal contact with 
' ' :; a heating member Unough a receiving piece 7. Sec Fig. 1. Tlie paragraph of Applicants' 
: • • sp^^ciiicaljon bridging pugcs 2 and 3 only discusses control of preheating means without 

• ' • mentioning any particular situation of such a means, whether it be one in the prior art or that 

• . : Claimed by Applicants, Waters discloses a heating system comprising a heating block in which 

' . the separation apparaliis is oncloscd/rhc column is made oftheiTOally-conductive material and is 
in direct thermal contact with the healing block at both ends via thermally-conductive tubes. Col. 
: ' 3, lines 33-37 and Figure. As such, nojie of the disclosures teach or suggest a method using a 
' ' ficati tig/cooling means having no contact with the separation column. 

In view of the above, AppHcAnts submit that present claims 1 -17 are patentable over the 
.. pombinalion of disclosures assorted by the Examiner, because this combination fails to leach or 
' Suggest every clement of the present clamis. Withdrawal ofthese rejections is respectfully 
requested. 
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• In light of the above, Applicunl^ respcsclfuUy submit thai pending claims 1 -17 tue now in 
condition for allowance. Therefore^ Applicants request that the rejections and objections bo 
wilhch'awn, and that the claims be allosvcd and passed to issue. If any impediment to the 
allowance of tlicsjcs claims remains aClur cnlry of this Aniendmcnt, the Hxajniner is strongly 
encoiiiagoid to chU Gary P, Onkcson at (801 ) 566-6633 so tliat such matters may be resolved as 
expeditiously as possible. 

■ The Commissioner is hereby aulhorized to charge any additional fee or to credit any 
oycrpayincrU In connection with this Amcndnicnl to Deposit Account No. 20-0100. 

DA IHI) ihis 1 8"' day of August, 200S. 

Respectfully suhmiJtcd, 




G&qfP. OJIkcson 
Registration No. 44266 

TI fORl>H NORTH & WESTERN, LL? 

Customer No. 20,551 

P.O. Box 1219 

Sandy, Utah 84091-1219 

Telephone: (801) 566-6633 
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